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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "fibrous substrate" in reference to the term 
"substrate" used earlier in the claim. There is insufficient antecedent basis for this 
limitation in the claim. 

Claims 10, 14-15 and 17 recite the limitation "fibrous substrate" in Claim 1. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 15 recites the limitation "each sheet" in reference to an earlier portion of 
the claim. There is insufficient antecedent basis for this limitation in the claim. 

Regarding claims 12-13, the phrase "such as" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Regarding claims 12-13, the phrase "or the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
"or the like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 
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Claims 14 and 15 recite the limitation "an aperture." It is not clear whether the 
aperture Is the same aperture recited in Claim 1 or a different aperture (i.e.-a hole in the 
sheet through which a binding ring or hook can fit). 

Claim 14 recites the limitation "in an identical location." The meaning of "identical 
location" is not clear. Does "identical location" indicate that the aperture is located such 
that, if one sheet were placed atop a second sheet, the apertures would exactly overlay 
one another, or does the phrase mean that the apertures on separate sheets are 
located identically with respect to another feature or mark on each page, which features 
may not precisely line up. 

Claim 14 recites the limitation "a plurality of made from a fibrous substrate." It is 
not clear to what feature "a plurality of refers. It will be assumed, for the purpose of this 
examination that the phrase refers to "a plurality of sheets." 

Claims 2-9, 1 1 and 16 depend from Claim 1, thus inherit the indefiniteness of the 
parent claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Whitehead (2956331), Pitts (4830268) or Zheng (5910058). 



Application/Control Number: 1 0/51 8,507 Page 4 

Art Unit: 1731 

Whitehead discloses a lawn chair (Fig 2) comprising a fibrous substrate (the 
fabric, reference #11) having a metal elongate element partially embedded therein (the 
frame, reference # 15) and having a plurality of apertures along the edges, each of 
which exposes the elongate element, with a gap being formed between the elongate 
element and the perimeter of the aperture. 

Pitts discloses an adjustable file folder (Fig 1) comprising a fibrous substrate (the 
fabric of the folder, reference # 12) having a metal elongate element partially embedded 
therein (the support frame, reference # 34) and having a plurality of apertures, each of 
which exposes the elongate element, with a gap being formed between the elongate 
element and the perimeter of the aperture. 

Pitts discloses a portable play structure (Fig 1) comprising a fibrous substrate 
(the fabric of the net, reference # 23) having a metal elongate element partially 
embedded therein (the support frame for the net, reference # 22) and having a plurality 
of apertures, each of which exposes the elongate element, with a gap being formed 
between the elongate element and the perimeter of the aperture. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary sl<ill in tlie art to wliich said subject matter pertains. 
Patentability sliall not be negatived by tlie manner in which the invention was made. 

Claims 1-14 and 17-18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over IshenA^ood et al (WO 00/39391) in view of Murakami et al (5961432). 

IshenA/ood et al disclose a paper comprising an elongate element partially 
disposed within the thickness of the paper sheet but exposed at one or more spaced 
locations on one or both sides of the sheet (Abs). The edges of the element are 
securely embedded within the paper. The elongate element can partially or wholly 
metallized and can contain indicia, images or information, holographic images, colorshift 
areas, security embossings, a liquid crystal material and/or be printed on one or both 
sides (p 6, lines 22-29). The paper can be a non-security paper or a security paper, 
such as a banknote, cheque, travelers cheque, identity card, passport or bond (p 4, 
lines 14-18; p 17, lines 3-7). IshenA/ood et al discloses a method of making the paper 
comprising steps of providing blinded (drainage restriction) areas on a porous support 
surface, depositing fibers on the support around the blinded areas, bringing the 
elongate strip into contact with the blinded areas, then depositing a further layer of 
fibers over the first layer to embed the element within the paper. Where the blinded 
areas occur, a window is formed on one or both sides of the element to expose the 
element (p 4, line 19 to p 5, line 5). 

Isherwood et al does not disclose apertures exposing at least part of the elongate 
element wherein at least one edge of the element is exposed and a gap is formed 
between the element and the perimeter of the aperture. IshenA^ood also does not 
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disclose a plurality of sheets in which each sheet comprises an aperture in an identical 
location. IshenA^ood does disclose that a second sheet can be laminated to the first 
such that the elongate element is exposed at only one surface of the laminated sheet. 

Murakami et al disclose a laminated security paper comprising an embedded 
elongate element (thread) that is exposed at window portions (Abs). The window 
portions form apertures through a first layer of the paper. The thread (col 5, lines 26-28; 
Fig 1 , reference # 5) is entirely exposed (both edges) at the windows (col 5, lines 26-28; 
Fig 1, reference #1) with a gap formed between the edge of the thread and the 
perimeter of the window, creating a second anti-falsification feature. A second layer is 
laminated to the first to embed the thread and carry watermarks of letters or pictures 
visible in the windows of the first layer. Murakami et al teaches that anti-falsification 
effectiveness increases with the number of anfi-falsification means used (col 2, lines 3- 
5). 

The art of IsheoA^ood et al, Murakami et al and the instant invention are 
analogous as pertaining to paper having an embedded security element. It would have 
been obvious to a person skilled in the art at the time if the invention to create windows 
larger than the width of the elongate element and fully expose the element within the 
windows, thereby creating a gap between the element and the window perimeter, in the 
paper of IshenA/ood et al in view of Murakami et al to provide an area where additional 
anti-falsification features can be used. It would also have been obvious to include the 
windows at the same location on each sheet of multiple sheet documents such as 
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ticketbooks or checkbooks to simplify their manufacture. Additionally, it would have 
been obvious to make apertures in multiple sheet documents at the same location on 
each sheet to facilitate binding of the sheets together into a book or booklet. 

Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ishenwood et al in view of Murakami et al and further in view of Merry (5127677). 

IshenA/ood et al and Murakami et al do not disclose a multiple sheet document 
having apertures in each sheet offset from the apertures in adjacent sheets. 

Merry discloses a means for securing sequential pages in a book, such as a 
passport, comprising marking the pages at the edges opposite the bound edge with a 
marking pattern that forms a visual image that is different for each page and that would 
be distorted if any pages of the book were missing (Abstract; col 1 , lines 6-15). Merry 
discloses that visual inspection of the marked unbound edges of the pages would easily 
reveal if any pages had been removed. 

The art of IshenA/ood et al, Murakami et al and Merry are analogous as pertaining 
to documents having security markings. It would have been obvious to a person skilled 
in the art at the time if the invention to create a multiple sheet security document with 
apertures in locations offset from one another in adjacent sheets with the paper of 
Isherwood et al in view of Murakami et al and further in view of Merry in order to detect 
removal of pages from the book by visual inspection. It would have also been obvious 
to create the apertures on the edge of each sheet to provide instant detection of missing 
pages. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure [Edwards (5093184), Burchard et al (5688587), Tooth et al (EP 
0059056 A1), El<elund (GB 2204532 A)]. They pertain to other security papers having 
embedded elongate elements and windows or apertures. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Cordray whose telephone number is 571-272- 
8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infomiation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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